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1 . On 1 8 January 06, the Board of Appeals rendered a decision reversing all 
rejections in this case. The reversal was based upon a narrower interpretation of the 
claims that the Examiner had not previously considered, searched nor examined. 
Examiner accepts this new, narrower interpretation, and accordingly, prosecution is 
hereby reopened to address all the new issues that arise therefrom. 

In the decision, the term "nip" was given the meaning of "a location where the 
web is squeezed or compressed together so that the web in the nip does not slip or 
move with respect to the cylinder" (page 5 of the decision). 

2. Claims 22 and 33 are objected for the following minor informalities. 

In claim 22, line 5, and in claims 33, line 6, "edges" should be changed to 
-sides-. As noted by the Board in it's decision (footnote, page 3), the nipping surfaces 
don't really extend to the blade edges, but instead extend to their sides. 

In claim 33, the "A folder" should be changed to -A cutter--, since only a cutter is 
claimed. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 22,26,28,30 and 33 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Broderick (3,954,034). 
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Broderick shows a device with all of the recited limitations as follows; 
In regards to claims 22 and 33, Broderick shows; 

a 1 st cutting cylinder (17) having a 1 st segmented blade (24) with axially spaced 
cutting edges (28), 

a 1 st anvil cylinder (18), 

a nip being capable of "squeezing or compressing together so that the web in the 
nip does not slip or move with respect to the cylinder", said nip being made by the 
elastic material (29). The elastic material is "sponge rubber or other suitably resilient 
material' (line 63, column 2). The blow-up in figure 4 clearly shows the elastic material 
radially overlapping the anvil cylinder and thus causing the web to be squeezed. This is 
further supported by lines 30-35 of column 3, which makes clear that the elastic material 
grips the web. 

In regards to claims 26 and 28, Broderick's 1 st cutting cylinder has two metallic 
parts, namely the center portion (21) and a steel bearer (22). Likewise, Broderick's 1 st 
anvil cylinder has two metallic parts, namely the center portion (30) and a steel bearer 
(31). 

In regards to claim 30, Broderick has blades spaced 180 degrees apart, as seen 
in figure 2. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 26 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Broderick (3,954,034) in view of Sauer (3,522,762). 

If it is interpreted that claims 26 and 28 means two separable parts, then 

attention is drawn to Sauer, who shows that it is old and well known for such cylinders 

to be made from two separable parts as seen in figures 3 and 5. It would have been 

obvious to one of ordinary skill in the art to have modified Broderick by making his 

cylinders be of the two separable parts type, as taught by Sauer, in order to make it 

easier to mount and dismount the cylinders from the axles. 

8. Claims 33 and 36 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Broderick (3,954,034), as modified above or not, in view of Wolfberg et al. 
(3,866,497). 

In regards to claim 36, Broderick shows a cutter with all of the recited limitations 
except there is no 2 nd cutting cylinder and no 2 nd anvil cylinder. However, Wolfberg 
shows that it is old and well known to employ a 2 nd cutting cylinder and a 2 nd anvil 
cylinder as seen in the cover figure (112,11 6). It would have been obvious to one of 
ordinary skill in the art to have added a 2 nd cutting cylinder and 2 nd anvil cylinder to 
Broderick, as taught by Wolfberg, in order to increase the amount of perforations and/or 
better control the spacings of the perforations. 

In regards to both claims 33 and 36, if it is interpreted that the claims titles of "a 
folder" infer some sort of structure for folding webs, than attention is drawn again to 
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Wolfberg, who teaches that it is known to use perforators in conjunction with folders. It 
would have been obvious to one of ordinary skill in the art to have utilized a folder with 
Broderick's perforator, in order to create cross-perforated snap-out business forms 
(Wolfberg's abstract). 

Note that this rejections works equally well as Broderick in view of Wolfberg or 
Wolfberg in view of Broderick. Wolfberg could be modified to employ Broderick's 
perforators, in order to more firmly and accurately convey the web, as set forth on 
Broderick's lines 31 -36 of column 3. 

9. Claims 23,27,29,34 and 37 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Broderick (3,954,034), as modified above or not, in view of Irsik 
(5,967,512). 

Broderick shows a cutter with all of the recited limitations except the 1 st cutting 
cylinder nipping surface is not mentioned to be urethane. On line 63 of column 2, 
Broderick states surface (29) to be "sponge rubber or other suitably resilient material 
strip". The purpose of Broderick's surface 29, as set forth on lines 31-36 of column 3, 
is to firmly advance the material, thus preventing sagging and inaccurate cuts. The 
courts have long held that it is obvious to select a material based upon it's known 
qualities. In this case, Irsik shows that it is well known for cylinders to employ urethane 
(line 22, column 3) for it's nip surfaces (30,32). It would have been obvious to one of 
ordinary skill in the art to have modified Broderick by making the nipping surface out of 
urethane, as taught by Irsik, in order to firmly advance the material and also 
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accommodate different thickness materials (Irsik's lines 24,25, column 3). Since this 
urethane is clearly resilient, it would also perform Broderick's desired functions set forth 
on lines 31-36 of column 3. 

1 0. Claims 24,25,35 and 38 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Broderick (3,954,034), as modified above or not, in view of 
Kirkpatrick, Jr. et al. (6,435,069). 

Broderick shows a cutter with all of the recited limitations except the 1 st anvil 
cylinder nipping surface is not mentioned to be surfaced in urethane. However, this is 
an extremely common feature. Hundreds of references can be pulled showing urethane 
covered anvil rollers. For example, see Kirkpatrick (lines 52,53, column 3). It would 
have been obvious to one of ordinary skill in the art to have modified Broderick by 
making the anvil of the type taught by Kirkpatrick, since urethane covered anvils have 
high cut and tear resistance as well as healing properties (again, Kirkpatrick's lines 
52,53, column 3). 

1 1 . Made of record but not relied on are patents to Brown, Pfaff, Bussey and Kane 
showing pertinent nip surfaces. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ken Peterson whose telephone number is 571-272- 
4512. The examiner can normally be reached Mon-Thurs, 7:30AM-5PM 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Allan Shoap can be reached on 571-272-4514. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 


KP 

May 9, 2006 
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